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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 7-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The limitation "partially blocking flow from of the liquid fed in the vicinity of the 
distal end portion by the liquid feed portion" in the last two lines of claim 1 is unclear and 
confusing. The claims have been examined as best understood by the examiner. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kokai (Publication No. 4-329944) in view of Rexroth et al (US 4943290). 
Regarding claims 1 and 7, Kokai discloses a radio knife (1) comprising: an electrically 
insulating flexible sheath (2) having one flow channel inside (see the channel in Fig 1 ), a 
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distal end portion and a proximal end portion, the distal end portion of the sheath having 
a distal opening (13) and an axis; a support member (4) which closes the distal opening 
of the sheath (Fig 4), the support member having a slide hole with diameter smaller than 
that of the distal opening extending along the axis thereof (Fig 4); an operating wire (14) 
axially movable in the sheath (paragraph 0013 lines 8-14); an electrode portion (6)which 
has a distal end portion and a proximal end portion and of which least a part forms a 
rod-shaped portion (Fig 4), the proximal end portion of the electrode portion being 
coupled to the operating wire (paragraph 0013 lines 4-6), the rod-shaped portion being 
passed through the slide hole for axial projection and retraction (X, shown in Fig 5); a 
control section (3 and 15) which is provided on the proximal end portion of the sheath 
(Fig 5) and controls the operating wire to project and retract the electrode portion in the 
axial direction (paragraph 0013 lines 8-14), the control section having a high-frequency 
current supply portion (paragraph 0010 lines 6-8) which supplies a high-frequency 
current to the electrode portion (paragraph 001 1 lines 9-12); a liquid feed portion (17) 
which is provided on the proximal end side of the sheath and feeds liquid through the 
one flow channel inside the sheath towards the distal opening (paragraph 0014); and an 
opening for liquid feed which is formed in the support member, the opening being 
arranged around the slide hole (paragraph 0014 lines 3-5), communicating to the one 
flow channel (see Fig 1 and paragraph 0014) and partially blocking flow in the vicinity of 
the distal end portion (again, see Fig 1). Kokai also discloses the radio knife wherein the 
sheath has an extending portion extending ahead of the support member, the extending 
portion having an internal space, which stores the electrode portion (Fig 5). Kokai does 
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not disclose a plurality of openings or that the plurality of openings is arranged around 
the slide hole to prevent the rod-shaped portion from entering therein. The translation of 
Kokai is silent regarding the electrical conductivity of the support member. 

Rexroth teaches an electrosurgical device (10) comprising an electrically 
insulating sheath (70, column 9 lines 3-5) having a flow channel inside (see Figs 13 and 
14), a distal end portion and a proximal end portion, the distal end portion of the sheath 
having a distal opening and an axis (Fig 4). The insulation sheath inherently forms a 
support member which closes the distal opening of the sheath, and is insulating. The 
insulating tip defines a slide hole for the rod-shaped electrode shaft (50), the slide hole 
having a diameter smaller than that of the distal opening (Fig 1 4). The electrosurgical 
device of Rexroth has a liquid feed portion (18), and a plurality of openings (see Fig 6) 
for liquid feed (column 8 line 62- column 9 line 8) arranged around the electrode tip 
(column 8 lines 59-61), wherein the rod-shaped portion is inherently prevented from 
entering in the openings. Rexroth teaches that it is old and well known in the art to 
substitute a plurality of openings for one single opening in order to provide a superior 
flow pattern (column 8 line 62- column 9 line 8). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have modified the device 
of Kokai by including a plurality of openings for liquid feed in order to create a superior 
flow pattern of liquid flow, as taught by Rexroth. Including the plurality of openings for 
liquid feed in the device of Kokai, the rod-shaped portion would necessarily be 
prevented from entering in the openings. It also would have been obvious to modify 
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Kokai by making the support member an electrically insulating tip in order to prevent 
short circuiting of the device, as taught by Rexroth. 

Regarding claims 8 and 9, Kokai in view of Rexroth discloses the radio knife as 
described above, but does not disclose an extending portion of the rod-shaped portion 
extending across the extending direction of the rod-shaped portion or being hooked. 
Rexroth teaches a radio knife, as described, wherein the electrode portion (50) has an 
extending portion (26) located on the distal end portion of the rod-shaped portion and 
extending across the extending direction of the rod-shaped portion (Fig 15), and 
wherein the extending portion is a hooked bent portion (26C) extending substantially at 
right angles to the distal end portion of the rod-shaped portion (Fig 18). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
have further modified the device of Kokai by including the features taught by Rexroth, 
as described above, and by forming an extending portion of the rod-shaped portion as 
extending across the extending direction or as a hook in order to catch tissue around 
the extending portion. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kokai in 
view of Rexroth as applied to claim 8 above, and further in view of Kittur et al (US 
5846241 ). 

Kokai in view of Rexroth does not specifically disclose a platelike electrode. Kittur 
teaches a radio knife (10) wherein the extending portion (22) is a platelike electrode 
portion (24) coupled to the distal end portion of the rod-shaped portion (20). It would 



Application/Control Number: 10/823,814 Page 6 

Art Unit: 3739 

have been obvious to one of ordinary skill in the art at the time the invention was made 
to have modified the invention of Kokai in view of Rexroth with the platelike electrode of 
Kittur because all three inventions are similar electrosurgical devices that perform 
similar functions. It would have been obvious to combine the three inventions in order to 
provide one device with an increased number of applications for which it can be used. 



Response to Arguments 

Applicant's arguments filed February 6, 2008 have been fully considered but they 
are not persuasive. 

Applicant argues that Kokai does not disclose that the opening for liquid feed is 
arranged around the slide hole to prevent the rod-shaped portion from entering therein. 
Examiner has considered this argument, but has made a new rejection, making the 
argument moot. 

In response to applicant's argument that the opening of Rexroth would not be 
able to be used to provide a reliable hemostatic treatment, a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. 

Applicant argues that a "slide hole" is not formed in Rexroth. Examiner maintains 
that the support walls 100-102, shown in Fig 12, create a slide hole. Applicant further 
argues that using the structure of the slide hole of Rexroth would create an unstable 
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electrode shaft, wherein it is difficult to slide the shaft smoothly. Applicant has not 
claimed these features. Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Regarding Applicant's argument that Rexroth does not have "one flow channel," 
Examiner points out that if there are three flow channels, as suggested by Applicant, 
then there is also one flow channel. 

Applicant argues that the wide openings disclosed by Rexroth would not provide 
the intended fluid flow of the instant invention. However, not specific size of the 
openings has been claimed. Although the claims are interpreted in light of the 
specification, limitations from the specification are not read into the claims. See In re 
Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JACQUELINE PAPAPIETRO whose telephone number 
is (571)272-1546. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (571) 272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Linda C Dvorak/ 

Supervisory Patent Examiner, Art 

Unit 3739 

/J. P.I 

Examiner, Art Unit 3739 



